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Opi ni on by Chapnman, Adm nistrative Tradenark Judge:

On July 29, 1999, Smart Belt Corp. of America filed an
application, based on Section 1(a) of the Trademark Act, 15
US C 815 U S. C 81051(a), (applicant clainmed a date of
first use of Novenber 6, 1996), to register the mark SVMART
BELT on the Principal Register for goods ultimtely
identified as “packagi ng machines for use in the food
packagi ng industry” in International C ass 7.

The Exam ning Attorney refused registration under
Section 2(e)(1) of the Trademark Act, 15 U. S.C. 81052(e),

on the basis that, when used on or in connection with
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applicant’s goods, the term SMART BELT is nerely
descriptive of them

VWhen the refusal was made final,l

applicant appealed to
this Board. Both applicant and the Exam ning Attorney have
filed briefs, but an oral hearing was not requested.

The Exam ning Attorney submtted excerpts from The

Anerican Heritage Dictionary (Third Edition 1992) defining

the term“smart” as “of, relating to, or being a highly
aut onat ed devi ce, especially one that imtates human
intelligence,” and the term“belt” as “a continuous band or

chain for transferring notion or power or conveying

! The first Examning Attorney initially refused registration of
the entire mark on the ground of mere descriptiveness, required a
disclainmer of the term“belt” asserting it is a nerely
descriptive term and invited applicant to consider the

Suppl emental Register. Applicant submtted a disclainer of the
term“belt.” The second Exam ning Attorney nmade the refusal to
regi ster on nere descriptiveness final; stated in a footnote that
“the proposed mark as a whol e appears to be generic” (enphasis in
original), and that applicant’s disclainmer of the term“belt” was
not accepted and woul d be entered only if the mark is determ ned
to be otherw se registrable; and withdrew the of fer of

regi stration on the Supplenmental Register. She also utilized the
term“generic” in the body of the Final Ofice action, but she
did not issue a clear, and separate refusal to register on that
basis. In its brief, applicant expressed the issue in this case
as whether the mark is nerely descriptive (unnunbered p. 2). In
the Exam ning Attorney’' s brief, she acknow edged that applicant
was advised in the Final Ofice action “for the first tinme that

t he proposed mark appears to be a generic nane for the goods”
(footnote 2); but the body of the brief made no nention of
genericness, referring only to nmere descriptiveness throughout.
Thus, we find that there is no refusal to register in this case
on the ground that the nmark is generic. W enphasize that any
refusal (s) to register and the statutory ground(s) therefore nust
be clearly set forth in the Ofice actions. See TMEP

§§1105. 04(c) and 1106. 01.
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materials fromone wheel or shaft to another.” She
contends that the term SMART BELT is used in conjunction
W t h packagi ng machi nes as evi denced by various excerpted
stories retrieved fromthe Nexis database and fromthe
Internet; that “the proposed mark is nerely descriptive
because, absent any limtations in the identification of
goods, it is presuned that automated belts are a feature of
t he applicant’s packagi ng machi nes” (brief, p. 3); that
“applicant’s food packagi ng machi nes contain smart belt
technol ogy” (brief, p. 6); and that therefore, the term
SMART BELT nerely describes a feature of applicant’s goods.
Appl i cant argues that the Exam ning Attorney’s
evi dence establishes, at best, that “SMART BELT” is
descriptive for automated conveyor belts, but does not
establish a prima facie case that the termis nerely
descriptive of applicant’s goods, “packagi ng nachi nes for
use in the food packaging industry”; and that the mark
SMART BELT does not in any clear or precise way nerely
descri be applicant’ s packagi ng nmachi nes. Applicant
specifically stated in the record that “the [conveyor]
belts, in and of thenselves, are not capable of carrying
out the automated function. |In fact, sone of the equi pnent
sold by [applicant] does not even include conveyor belts.”

(brief, unnunbered p. 4).
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It is well settled that a termis considered to be
nmerely descriptive of goods or services, wthin the neaning
of Section 2(e)(1) of the Trademark Act, if it imedi ately
conveys information concerning a significant quality,
characteristic, function, ingredient, attribute or feature
of the product or service in connection with which it is
used. See In re Abcor Devel opnent Corp., 588 F.2d 811, 200
USPQ 215 (CCPA 1978); In re Venture Associates, 226 USPQ
285 (TTAB 1985); and In re Bright-Crest, Ltd., 204 USPQ 591
(TTAB 1979).

Further, it is well-established that the determ nation
of mere descriptiveness nust be nade not in the abstract or
on the basis of guesswork, but in relation to the goods or
services for which registration is sought, the context in
which the termor phrase is being used on or in connection
wi th those goods or services, and the inpact that it is
likely to nmake on the average purchaser of such goods or
services. See In re Gyulay, 820 F.2d 1216, 3 USP@d 1009
(Fed. Cir. 1987); In re Consolidated Ci gar Co., 35 USPQd
1290 (TTAB 1995); and In re Pennzoil Products Co., 20
UsPQd 1753 (TTAB 1991).

In the present case, applicant’s mark i s used on
| abel s apparently affixed to the goods. The specinmen in

this case is a photograph of what appears to be a netal
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| abel affixed to a large flat netal object, presunmably one
si de of applicant’s packagi ng nachine. The specinen

phot ograph is barely |legible due to the photographic flash
or reflection off the netal. |In fact, the only |legible
words on the netal |abel (which thenselves are barely
readabl e) are “SMART BELT.” The Exam ning Attorneys who
exam ned this application did not request either a clearer
speci nen, or information on applicant’s goods pursuant to
Trademark Rule 2.61(b). See also TMEP §1105. 02.

The burden of proving that applicant’s mark is nmerely
descriptive rests with the Exam ning Attorney. View ng
this record inits entirety, we find that the Exam ning
Attorney has not established a prima facie showi ng that the
mar k SMART BELT is nmerely descriptive of applicant’s
identified goods, “packaging machines for use in the food
packagi ng i ndustry.” The evidence may establish that SMART
BELT is nmerely descriptive of an automated conveyor belt;
the critical question, however, is whether the mark SMART
BELT is merely descriptive of the identified goods. See In
re Medi cal Disposables Co., 25 USPQ2d 1801 (TTAB 1993).

Applicant has stated that not all of its products
i ncl ude a conveyor belt, and that the belts thensel ves are
not necessarily automated or “smart.” The evi dence of

record does not establish that conveyor belts, automated or
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not, are a significant feature of packagi ng machines.? It
is true, as asserted by the Exam ning Attorney, that
applicant’s identification of goods does not exclude
conveyor belts as part of the packagi ng machi nes. However,
the Board is aware of no requirenent that all parts of a
“machine” be listed in an identification of goods.
Further, the key question not answered by the Exam ning
Attorney’s evidence i s whether conveyor belts are
significant features or parts of packagi ng nmachi nes.
Finally, if doubt exists as to whether a termis
nmerely descriptive, it is the practice of this Board to
resol ve doubt in favor of the applicant and pass the
application to publication. See In re The Stroh Brewery
Co., 34 USPRd 1796 (TTAB 1995); and In re Gournet Bakers
Inc., 173 USPQ 565 (TTAB 1972). In this way, anyone who
believes that the termis, in fact, nerely descriptive (or
m sdescriptive), may oppose and present evidence on this

i ssue to the Board.

Z Because the issue of disclaiming “belt” is not before us in
this appeal, we have not considered it. However, the Exam ning
Attorney stated that the disclaimer of “belt” would be entered
only if the mark was otherw se registrable. Therefore, in view
of the decision herein, applicant’s disclaimer will be entered
and the application will proceed to publication for opposition
with a disclaimer of the term*“belt.”
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Deci sion: The refusal to register the nmark as nerely
descriptive under Section 2(e)(1l) of the Trademark Act is

rever sed.



